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Please fnul below and or attached an ( M'fice communication concerning thiN application or proceeding. 


Application No ^^Applicant(s) 

i/j n3:-i /'43 KLASEN E T AL 

Office Action Summary Examiner Art Unit 

Shean C ;Vu 1 750 

-- 77] e MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION 


Status 

1 )d Responsive to communications ) filed on 

2a)~ This action is FINAL 2b)l£j This action is ron-fina'. 

3)[j Since tn is application is : n condition fry allowance except for 'ormal mattes, prosecution as to the merits is 
closed in accordance witn the pract ce under Ex parte Ouayk\ 1935 C D. 1 1, 453 O.G. 213 
Disposition of Claims 

Claim(s) 1-17 is are pending in the app ication 

4a) Of the above claim(s) is/are withdrawn from consideration 

5)n Cla:m(si is/are al owec. 

o)[Zl Claim(s) 1^17 'S'are rejected. 

7 ) Q Claim(s) is'are objected to. 

8) [T Claim(s) are subject to r estnction and, or election requirement. 

Application Papers 

9) lJ The specification s objected to by the Examiner. 

10)D The drawmg(s) filed on is 'are: a)Zi accented or b)!~ objected to by trie Examiner. 

Applic ant ma\, no: request that nn y object, jn to the dra.vmg(si ho held in abevar :e See 3 7 CFR 1 85(a) 
1 1}F] The oroposed crawing correction filed on s a)L.] approved o )[ ] d sapproved by the Examiner 

If appmved. ; • rree:e : drawing- aie roc; Lii r o d in reply to this Office action 

12) [j The oath o." declaration s objected to by the Examiner 
Priority under 35 U.S.C. §§ 119 and 120 

13) E Acknow edgmert is made of a claim for foreign priority under ^5 U S C § 1 19ia'-(d ■ or (f) 

a)[c.]Aii o)i > .Some ' c> None of 

1 Certified copies of the poontv documents have been received. 

2 l_i Cent'ied copies of the priority documents have been received m Ap::> ^cation No 

3 copies of the cert f:ed copies of fne p-;or ty documerts \ ave been "cceived .n this National Stage 

aop cation from the International Bureau ■. PCT Rule 17 2(a) i 
* See tne attached detailed Office action for a I st of the certified copies not received. 

14) [Zj Acknowledgment is made of a claim fcr comeshc priority under 35 U S C § i 1 9iej i to a provisional application ) 

a) U The :rans ation of tne ^oreign language provisiona' appl'cation has been received 
1 5V Acknow edgmen; s mace of a oa m for domestic onc-nty under 35 U S C §§ "2j and : ' *2 M 

Attachment(s) 
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l)F I MI KI) ACTION 

Claim Rejections - 55 I SC $ 102 

1 . The follow me is a quotation of the appropriate paragraphs of 35 I S.C. 1 02 that form the 
basis for the rejections under this seelion made m this Office action: 

\ person shad be entitled to a patent unless 
i e 1 ti ie m\ l' 1 V. ■ i > 1 1 u as dese: ihcd m - 

l '. i an application :>>! patent, puhhsheu mule: ^ectmr '. 2w hi. In ami'her P'ed m Pie I mled Ma:^ PC^ic the 
m\cntu»n h\ the applicant patent, except that ar. mteoiat u >r.a! application tiled under the ttL'at\ dePucU in 
M'eioi: sS 1 l a I shall have the el t eel atuie!' this suhsectmn i»! a t:at:o:uh uj^phcatmr, published .euler s^vPmi '. 22i P> 

P eat \ m tile 1 n ph i si ;a:ie..aee; < >r 

(2) a pateni granted on an application tor [latent h\ another tiled in the \ nited States before ihe unention b\ the 
applicant f >r patent, except that a patent shall not be deemed filed m th.e t ni'ed States for the purposes ot this 
subjection based o: ■ the P hne o! an mtcniatn niai apphcat m: i :ued under the treat \ detir.ed m sectu>n ; 5 a a i 

it') he did no! himself invent the subject mane; sou eh t to he patented 

2. Claims 1 - P are rejected under 35 I ,S.( \ 1 02< f) because the applicant die! not in\ ent the 
claimed subject matter. See the rejections under sections 3 and 4 below . 

Claims 1-4."-]] and 1 4- 1 ^ arc rejected under "5 l . S.C. 1 u2( c ) as heme anticipates by 
Ichmose et al. (I S C<Hi(> .2(>S ). 

The reference discloses a liquid crystal line medium based on a mixture of polar 
compounds ha\ me nceatix c dielectric anisotropy . w Inch comprises at least one 
compound ot* formula 1 and at least one compound of formula II. The liquid crystalline 
medium is useful for act i \ e matrix display dc\ ice based on the 1 CB effect. The formulae 
1 and II read on the compounds of the present formulae 11.12 and II. The additional 
compounds of formula IV arc also disclosed on col. 4. \\ Inch read on the present 
compound of formula III. The concentration ranees of each component is tauuht on col. 
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S. lines 22-4 1 , Sec F\ ample 2 on col. 12. which anticipates the claimed medium. .Also, 
see the claims. 


al. (I S ().()()(). 2(>S). 

The applied reference has a common assignee w ith the instant application. Based upon 
the earlier effective C.S. tiling dale of the reference, it constitutes prior art only under 35 C.S.C. 
102(e). This rejection under 35 C.S.C. l<>3(a) might be overcome by: ( 1 ) a showing under 3 7 
CFR 1.132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not an invention "b\ another": (2) a showing of a date of 
invention for the claimed subject matter of the application w hich corresponds to subject matter 
disclosed but not claimed in the reference, prior to the effective C.S. filing date of the reference 
under " 7 CFR 1.131: or (3 ) an oath or declaration under 3~ CFR 1 . 1 5n stating that the 
application and reference arc currently owned b\ the same party and that the inventor named in 
the application is the prior inventor under 35 C.S.C. ]()4. together with a terminal disclaimer in 
accordance w ith 3" CFR 1.321(c). For applications tiled on or alter \o\ ember 2°>. 1 ( ) { ) ( K this 
rejection might also be o\ ercome by show ing that the subject matter of the reference and the 
claimed m \ cut ion w ere. at the time the in\ ention w as made, ow ned b\ the same person or 
subject to an obligation of assignment to the same person. See \1P1 P ^ 700. (>2( 1 )( 1 ) and ^ 


Claim Rejections - 35 I'SC § 103 


Claims 5-0 and 1 3 


.ir 


"e rejected under 35 C.S. C. 103(a) as being obvious oxer Ichmose et 


~<>h "2(1 1<2) 
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Ichmosc differs from the present claims m that the elaims comprise at least three 
compounds of formula 1 1 and 12 w ith at least 1 n w t. of formula 12. Although the numbers of 
compounds and the concentration ranges are not exemplified by the reference, it would still been 
obvious to those skilled in the art to optimi/e mixture of the reference to arn\e at the claimed 
in\ ention because the compound s and ranges are all disclosed h\ the reference (see col. S. lines 
22-41 ). 

5. Claims 12 rejected under 35 C.S.C. !<>3(a) as being unpatentable over I eh i nose et ah (IS 

6. ' >()(). 20S ) as applied to claims 1-11. 1 3-P above, and further in view of I leekmeier et al. (I S 
C21 7.953). 

Ichmosc di tiers from the claim m that the claim comprises additional compound 
represented formulae in Claim 12. lieckmeier teaches the liquid crystal medium 
comprising the present compounds represented by the formula I A and IB on col. (v 
Because the liquid crystal medium of Heekmeier and the present m\ ention comprising 
the similar component and ha\ mg a negatix c dielectric amsotropy arc useful m the M 1 C 
display device, it would ha\ e been ob\ ions to those skilled m the art to add an additional 
compound oi i leekmeier into liquid ciystal medium of Ichmosc to arm e at the claimed 
m\ ention. 

o. ( 'hums 1-11 and 1 3- 1 ~~ are rejected under 35 I .SC. 1 ( C( e ) as anticipated b\ or. m the 
alternati\ e. under .^5 I S ( 3 1 < Cm a } as oh\ urns o \ er Yanai et al ( ( S (\ "C'C.v^ ; ) 
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The reference discloses a liquid er\sial composition containing component I 
consist me of at least one compound of the compounds ( I ). component 1 1 consist me at 
least one compound of the compounds ill) and component (111) consist me of at least one 
compound of the compounds ( III-1 ) and ( 111-2 ). The liquid crystal compositions have an 
appropriate refractive index anisotropy. a low \iscosity. a large negative dielectric 
constant anisotrop\. a wide nematie liquid crystal phase range and a high voltage holding 
rate, while satislx mg various properties required for act i \ e matrix liquid crystal display 
de\ ices, and can gi\ e display de\ ices w ith a w ide \ lew mg angle. 

h.xample^ of the reference reads on the present claims 1.3.x l<f 14-15 ami 1" 
(see HCI ; 2()BB(21u 3l)-02. 3-11B-02 and Y-IIH-3). If other claims in the present 
invention are not anticipated, it would have been obvious to those skilled in the art to 
optimi/e the disclosed compounds and their ranges to arrive at the claimed invention. The 
compounds of formula II of the present unention are disclosed and used in Examples 23 
and 24. These hxamples also contain higher concentration of the present formula III. 


Double Patenting 

Claims 1-11 and 1 3- 1 ~ are directed to an m\ ention not patentahU distinct from claims 1- 
5. ^-12. 14. l(i-l ~ and O of commonly assigned us <UK>0.2(nS. Speci Ileal 1 \ . the claimed medium 
between the I S "2oS and the present application o\ eiiap each other. 

1 he I'.S. Patent and lfademarh ( )ft ice normallx will not institute an interference betw een 
applications or a patent and an application of common ownership ( see M1M b ^ 2 ; <>2 r 
Com in on \\ as s lened us o.i ioo.2(>s. discussed abo\ u. w on Id form the basis tor a reiecti on ot' the 
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noted claims under 35 CSC. C3(a) if the com m on I \ assigned case qualities as prior ail under 
35 CS.C 1 f '2( f) or ( g i and the conflicting m \ entions w ere not common]} o\\ ned at the time the 
m\ ention m this application w as made. In order lor the examiner to resolv e this issue, the 
assignee is required under 3~ (PR I ."Sic) and 35 ( SC. 132 to either show that the conflicting 
inv entions vv ere commonly owned at the time the m\ ention in this application w as made or to 
name the prior m\ entor of the conflicting subject matter, failure to comply w ith this 
requirement will result in a holding of abandonment of the application. 

A show ing that the m \ entions \\ ere com monk ow ned at the time the m\ ention in this 
application was made w ill preclude a rejection under 35 CS.C l<)3(a) based upon the commonk 
assigned case as a reference under 35 I'.S.C. 1 <)2( 0 or ( g). or 35 I '.S.C l<)2(c) for applications 
filed on or after \o\ ember 2 { ). 1 W). 


S. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper limewise extension of die "right to exclude" granted In a patent and to prev ent possible 
harassment by multiple assignees. See /// rc ( inndnuur 11 f'.3d k >4o. 2 l ) I SP02d 2»> 1 < > ( bed. 
Cr. 1 /// rc Ltmsii. ~5 l > P. 2d SS"\ 225 I SPO M5 (fed. (ir. OS5); //; re Win Ormtm. (>S0 

l ; .2d °o". 214 CSPQ "Yl (CCPA CS2); /// rc I'ogcL 422 k2d 43S. C4 CSPQ OC (CCPA 
lC());and. /// rc Thorin^ttm. 41 S P.2d 52S. I o3 CSPQ b44 (CCPA 1% 1 )). 

A timely filed terminal disclaimer in compliance w ith 3™ (TR 1 .32 1(c) mav be used to 
overcome an actual or prov isional rejection based on a nonstatutorv double patenting ground 
prov ided the eontlietmg application or patent is show n to be commonk ow ned vv ith this 
application. Sec 3^ (TR 1.13o{b). 

elective Januarv 1. ! K ) -M. a registered attornev or agent of rec(M\i max sign a terminal 
disclaimer. A terminal disclaimer signed in the assignee must tulk compk with 3" 
CI R 3CY:n 


^. Cairns 1-4. -11 and 14-1 arc reicctcd under the ludieialk created doctrine of 

obv lousiiess-lvpe double patenting as being unpatentable ov ei' claims 1 - 5C - 1 2. 14. 1 o ■ 1 ~ and 1 {) 
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of I S o.i )(>h.2(iN. Although the conflicting claims arc not identical. they are not patentable 
distinct from each other because the claims between the present claims and I S '2hN overlap each 
other. 

in. The present application has a potential interference with I S (>.3 ( )5.353. 

1 1 . Any mquir\ concerning ibis communication or earlier communications from the 
examiner should be directed to Shean C W'u w hose telephone number is A )3-3< )N-3 c Cs(>. The 
examiner can normally be reached on \londa\ -briday ( ):3o -0:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
super\ isor. Mark Muff can be reached on A)3oOX-24()4. The lax phone numbers for the 
organization where this application or proceeding is assigned are A )3-3n5-"~ 1 S for regular 
communications and A)3-8~2-^31 1 lor After Hnal communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist w hose telephone number is A)3-3( >N-< i(>(> 1 . 


STean C W'u 
I'riniaiA Kxammcr 
Art I nit 1 Am^ 


Auuust 1 1 . 2(>o2 


